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1. Claims 10-18 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the disclosed substituents, does not reasonably provide 
enablement for all of the substituents encompassed by the instant claims. The specification does 
not enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention commensurate in scope with these claims. 

A. The instant claims 10 and 18 recite "substituted" without specifying the 
substituents. Therefore the claims encompass all possible substituents. The instantly claimed 
"substituted" reads on an infinite number of compounds resulting from the potentially infinite 
number of substitutions which can be performed on the recited compounds. In re Wands has 8 
criteria, (MPEP 2 1 64.0 1 (a)), as shown below. 

(A) The breadth of the claims; 

(B) The nature of the invention; 

(C) The state of the prior art; 

(D) The level of one of ordinary skill; 

(E) The level of predictability in the art; 

(F) The amount of direction provided by the inventor; 

(G) The existence of working examples; and 

(H) The quantity of experimentation needed to make or use the invention based on the content of 
the disclosure. 

It is noted that the instant claims read on all potential substitutions of the recited compounds 
which encompasses an infinite number of compounds (Wands factor A). The specification does not 
describe how to make all such substituents, how to add them to the claimed compounds, nor how to 
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select those substituents from the infinite list thereof which will function as required in the instant 
invention (Wands factors F, G). It would require an infinite amount of experimentation to determine 
how to make all of the substituents encompassed by the instant claims and another infinite amount of 
experimentation to determine which of these substituted compounds would function in the instantly 
claimed invention as required (Wands factor H). Chemistry is an unpredictable art (Wands factor 
E). The ordinary skilled artisan has not imagined nor figured out how to make all of the 
substitutions encompassed by the instant claim of "substituted" yet (Wands factors C, D, E, F, G, 
and H). The enabling disclosure is not commensurate with the full scope of the claimed 
"substituted". 

2. Claims 10-18 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since the 
resulting claim does not clearly set forth the metes and bounds of the patent protection desired. 
See MPEP § 2173.05(c). Note the explanation given by the Board of Patent Appeals and 
Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where 
broad language is followed by "such as" and then narrow language. The Board stated that this 
can render a claim indefinite by raising a question or doubt as to whether the feature introduced 
by such language is (a) merely exemplary of the remainder of the claim, and therefore not 
required, or (b) a required feature of the claims. Note also, for example, the decisions of Ex 
parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); 
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and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claims 10, 1 1, 12, 
14, 17, and 18 recite numerous broad range recitations followed by narrower ranges and broader 
ranges (e.g. claim 17) denoted by "optionally" or "advantageously". 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 10-18 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 
97/31960 Navavi et al. as translated by US Pat. Application Pub. No. US 2003/0158328 Nabavi 
et ah. 

Nabavi discloses compositions, which adhere to substrates and are therefore adhesive, made 
by adding the instantly claimed component b to polyisocyanates falling within the scope of those 
of the instant claims at the abstract; sections [0010], [0022], [0026], [0029]-[0059], particularly 
[0050]-[0059] which encompasses the instantly claimed component b, [0068] which falls within 
the scope of the instant claim 12, [0108]-[0127], particularly [0109]-[01 1 1], which falls within 
the scope of the instant claims 11,14, 15, and 17; and the remainder of the document, 
particularly the examples of sections [0167]-[0228]. It would appear that the polyisocyanates of 
the examples have the limitations of the instant claims 14-17 inherently. 

5. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
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Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cin 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed teraiinal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

6. Claims 1 0-1 8 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-14 of copending Application No. 
10/552521 . Although the conflicting claims are not identical, they are not patentably distinct 
from each other because, although the copending claims differ somewhat in scope from that of 
the instant claims, they overlap such that one would readily recognize the instantly claimed 
invention from the copending invention due to the large overlap in the scope of the claims of the 
two applications. It is noted that the copending application does not disclose the instantly 
claimed method of making the composition. However the method of the instant claims merely 
requires mixing of the ingredients of the copending claims, which is necessarily required of the 
ingredients of the copending claims. No restriction between method of making and the 
compositions is seen. Therefore, it is the examiner's position that the copending claims make the 
instant method claims obvious to the ordinary skilled artisan based on the claims of the 
copending application because the copending claims necessarily require mixing of the 
components claimed. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Patrick D. Niland whose telephone number is 571-272-1 121. The examiner 
can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free/\ 




PatricKT). Niland 
Primary Examiner 
Art Unit 1714 



